REMARKS 

Applicant thanks the Examiner for the careful review of this application. Claims 1, 
27, 40-42, 55, 65, 67, 69 and 75-77 were amended to darify aspects of the claimed 
embodiments. New claims 78-81 were entered for consideration. No new matter was 
added. Claims 43, 56, 66 and 68 were canceled without prejudice. Therefore, claims i- 
42, 44-55, 57-65, 67 and 69-81 are cun-ently pending In this application. 

REJECTIONS UNDER 35 U.SX. ^ 101 

Claims 1-77 rejected were under 35 U.S.C. § 101 as being directed to non- 
statutory subject matter. Applicant respectfully traverses for the following reasons. 

Regarding independent claims i, 27, 40 and 41 and their various dependents, 
Applicant strenuously disagrees that these claims fail to produce a useful, concrete and 
tangible result The formation of a search query using graphical means is a suffictentiy 
tangible and concrete result to satisfy the requirements of governing Federal Circuit 
case law. The utility for this claimset resides in generation of a search query by 
graphical means which is accomplished, in part, receiving teiestrator data generated by 
a user designating a selected region on a screen of a remote device that contains a still 
Image frame, and combining it with data of the still image frame to create a search 
query. Hie selected region will typically contain an object for which the user desires 
further information. The teiestrator data is then used in combination with data 
identifying the user and data identifying the still image frame to generate the search 
query for transmission to a remote information system. Clearly, this is a useful, 
concrete and tangible result. Additionally, new dependent claims 78-81 adds to the 
utility of the claimed embodiments by specifying that the remote Information system is 
operative to provide one or more results to the search query. 

In a similar manner, independent claims 42, 55, 65 and 67 and their various 
dependents all disclose embodiments directed toward providing the necessary graphical 
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information that contains search parameter information that is used to generate the 
search query. Again, generating that graphical search parameter information is a 
useful, concrete tangible result as it is as the basis for the search query. 

Regarding independent claims 69 and 75-77 and their various dependents, these 
embodiments are all directed towards receiving a graphically generated search query, 
performing a search utilizing the search query and providing results to a user. Applicant 
states for the record that the 35 U.S.C. § 101 rejections of these particular claimsets 
are particularly egregious. Receiving any sort of query by a data processing system, 
searching based on the query and providing search results to a user Is well-established 
as statutory subject matter since it provides utility due to the useful, tangible and 
concrete results via delivery of the search results to the user. 

Since the claimed embodiments are statutory subject matter. Applicant 
respectfully requests the withdrawal of the 35 U.S.C. § iOi rejections. 

REJECTIONS UNPgR 35 U.S.C. g 102(fa> 

Claims M8, 21-28, 31-37, 39-52, 55-62 and 65 were rejected under 35 U.S.C § 
102(b) as being anticipated by Paris (U.S. Published Patent Application No. 
2002/0069075). Applicant respectfully traverses for the following reasons. 

Paris apparently discloses a system and method of securely enabling timed- 
constrained competitions over the Internet among miiilons of competitors white 
compensating for the variable network communication latencies experienced by client 
machines used by the competitors. The system employs globally time-synchronized 

Internet information servers and client machines in order to synchronize tfie initial 
display of each invitation to respond (e.g. stock price to buy or seii, query to answer, or 
problem to solve) on a client machine so each competitor can respond to the invitation 
at substantiaily the same time, regardless of his or her location on the planet, or the 
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type of Internet-connection used by his or her client machine, AJso^ by using globally 
time-synchronized client machines, each competitor's response is securely time and 
space stamped at the client machine to ensure that competitor responses are resolved 
within microsecond accuracy. 

The cited prior art used in the section 102 rejections of the claims falls to teach 
each and every aspect of the claimed embodiments. Aspects of the claimed 
embodiments are directed towards methods, apparatuses and computer program 
products for graphically generating a search query for transmission to a remote 
information system. The search query is built, In part, via telestrator data supplied by a 
user designating a selected region on a screen of a device that is displaying a still 
image. The still image Is also displayed on another device. The telestrator data contains 
search parameter information related to an object contained in still image frame that 
the user wants to obtain more information about. 

In marked contrast to the claimed embodiments, Farts does not disclose the 
claimed embodiments alone or in combination. Specifically, and of particular 
importance, the Examiner is alleging that Farts discloses "receiving telestrator data 
designating at least a portion of the still image frame/' and the location of that 
disclosure is at Paris' paragraphs 55 and 327, which are repeated here: 

^ vtd (ON t ^ 1 Uit plvNviU m%«. « KM, 

kKtn^u<,iC«i I ,.oii:tt.^a il J « a 130, { qiwi us v« 

CtF^ fvvi. %*, % fid \^ fi^v> i, <, m 1, )j k*. lUi 

V Tift « Ki \u m\n,i m tUtU v^Jh it civKifk 11^(1 
> FariS/ paragraph [0056] 
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thi^ (5Nl\ .^iiJ pi,^s;»ihh' wsrek-SN iKX\->*s, 4\-!)k1 hi 

t..istK-J !\v tkUvciy i\si uirtc unJ spavc >»Uinpjiii.<, 

p,ickaji<, diihvc -a-s By &UAv1)mji a dipLil caiTK-ia {>> $tK. 
uipi!? ul ttHl^ ims^i: the pcf.v^o tccck'ni^ ibc 
s\.vK<ut vott^d uU-n ajsJ (iK<5i;pc!>Ui;<l the K>-^nU ol 
llic ?r;uis;K;n.^{s. tim^. uml sL^aip rhuxd <^;i Jk 

c-;)^outa'J [m>^i;o wtntU be dj^tulh In ^ho * ;M' 

docut!?if^};iUon .>! m'f\ jHsmK-r of {fvts^Mcliosi^ oi c\cniN 

ff!!s'ki\C^S OS ioMJKKtcX Ck'int^^Jilk'^ C*»ykl unVi/i. MSch 

io iLkvitiiicjH avvidwui Uaaiisifc. ;siiuilaji^. bdi*Codt. 

]\ \ in^ J <?Siirs to pfovkk- cssliaficcd *rf?atfity 
ami a iJlirtesificuY. 

-Faris, paragraph [0327] 

The Examiner has Indicated that Paris' web-enabled handheld computer, also 
referred to as a *'GSU/' allows a user to draw a freehand sketch over a picture or an 
image. Applicant respectfully submits that this interpretation is incorrect. Fans dtscioses 
that a GSU can be equipped with a digital still camera and images generated by that 
camera can additionally be imprinted with a time/date stamp by the GSU . Restated, a 
user of the GSU Is not enabled to designate a selected region on the still image and in 
fact Paris further discloses that any alteration, by the user, of the still image Is not the 
intent of Fans' disclosure. That is dearly evident in the above-iisted passage where 
Paris indicates that the GSU with a camera is tamper resistant and further Includes 
tamper-evident seals in order to easily detect if an attempt was made to open the 
camera up. As a result, Paris teaches away from ttie claimed embodiments of providing 
telestrator data that results from a user designating a selected region on a screen that 
is displaying a still image. 

In addition to Paris' failure to teach telestrator data, Paris is further deficient in 
disclosing that the still image frame Is displayed on two display devices. A first device 
will typically be playing a broadcast when a pause command is received. After receipt of 
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the pause command, the stil! image frame is transmitted tx> both the first display device 
and a second display device. In turn, a user is abie to designate a seiected region on a 
screen of the second display device, which contains the stil! image frame, in order to 
provide teiestrator data that indicates an object of interest. Support for this claim 
amendment pertaining to displaying the still image frame on two displays can be found 
in Applicant's specification at paragraph no. 63. 



Turning to cialm 5, claim 5 discloses that the broadcast comprises a previously 

recorded broadcast stored on a storage device. The Examiner has indicated that this is 
disclosed at Paris' paragraph 62 which describes Fig. 2D3: 



-FaHs, Fig. 2D3 and paragraph [0062] 

Neither Fig. 2D3 nor paragraph 62 disclose a storage device or recording a 
broadcast Therefore, Paris does not disclose claim 5. 



Regarding claims 8, 35, 9 and 47 the examiner stated that Fans' paragraphs 308 

and 212 disclose that teiestrator data designates an object of interest in a stii! image 
frame or teiestrator data comprises lines and/or curves enclosing the object of interest 
in the still image frame: 
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SisSKf (fes Oi!!^^>s' <.!ixi*v« sx:f»<»3 it* »«Kwd W sis o«s;sa,<« 

-Fans, paragraphs [0212] and [0308 j 

Paragraph 212 discloses a possible Implementation to adjust a display's refresh 
rate so that content displayed at that one unit is displayed concurrently at other 
displays located in other geographic locations. Paragraph 308 indicates that Fans' 
system can be used to distribute live video, taped video and other information to 
standard television sets. As such, neither entry gives any indication whatsoever that 
telestrator data indicates an object of interest, to a user, that is contained in a stilt 
image frame. As a result, Paris does not disclose claims 8, 35, 9 and 47. 



Claims 10, 48 and 59 disclose that telestrator data includes one or more pixels 
placed directly atop the object of interest and the Examiner indicated that this claim 
limitation is disclosed via Paris' page 17, lines 14-25 and reproduced here as lines 13-27 
to include whole preceding and subsequent sentence parts: 
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-Fans, page 17, lines 13-27 

This enti7 deals wjth a display's refresh rate. Perhaps the Examiner meant to 

indicate a different section? Clarification is respectfully requested as this section of Paris 
does not indicate anything about a pixel on a still image frame being part of an object 
of Interest. 



Turning to claims 11 and 49, these claims provide for the telestrator data to be 
comprised of a scribble placed atop the object of interest within the still image frame 
and the Examiner specified that is disclosed by Paris at paragraph no. 157: 



t Csi »t » t\ S OS>S(. > ii 80 s i Nt (s 

lof stfe««s!sii»n on liK mt^m device. fc«ir exaxapfe, isBs 
OPSO H'.ii.* V, 7SI> ^-^mi' \k f <v>f t I. V til. txvr^hv 

m \ t d A,v)v.y i I ■>( wf K wt.f 
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-FariS/ paragraph [0157] 
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This paragraph discto^s that tJie OPSG moduie 780 can overlay its own video 
signals onto a display of the handheld device/GSU 177. This is not equtvaJent to a user 
designating a selected region on a screen with a scribble to indicate an object of 
Interest contained in the sttii image frame. 



The Examiner has indicated that cialm 21 is disclosed via Paris' paragraph no. 
325. Claim 21 specifies that data identifying the still image frame is a frame number. 



& irSV {115 or 177) lim im0.ii im^hl lam inm shU 



spstte x^^^m{>^n^ opabU sties. 



hcse tKpsisis ra.ttsrc f rt>Ks shssse 



<kvssKs sltt>w» srnly s reptesetUaavit; sample «f Jhe 

-Farfs, paragraph [0325] 



Paragraph [0325] does indicate that an input to a handheld device/GSU can be a 
still image or video camera data and further indicates that each can be time and space- 
stamped to Indicate when and where the data was produced. That time/space data is 
not equivalent to a frame number of a video, however. Therefore, Paris does not 
disclose claim 21. 



For claims 25 and 39, these claims provide for data identifying the still image 
frame to include a program identifier and the Examiner has specified that Paris 
discloses this claim limitation at paragraph 129: 
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-Faris, paragraph [0129] 

This paragraph describes a contestant database and a query/answer database 
and what each database stores. There is no mention of a still Image frame or a 
program identifier. 

In view of the foregoing, Applicant respectfully requests the withdrawal of the 
rejections of the claims. 



Claims 19-20, 29-30, 38, 54-54 and 63-64 were rejected under 35 U.S.C. § 
103(a) as being unpatentable over Paris in view of Polk (U,S. Published Patent 
Application No. 2003/0142038). Ciaims 69-77 were rejected under 35 U.S.C. § 103(a) 
as being unpatentable over Relmer (U.S. Patent No. 6,065,042) In view of Poilc. 

For reasons similar to those put forth in the previous section, Applicant 
respectfully submits that Paris in combination with Poll< fails to teach ali of the 
limitations of claims 19-20, 29-30, 38, 54-54 and 63-64 and the withdrawal of the 
rejections of those claims are respectfully requested. 
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Regarding Retmer and Folkm Applicant respectfully submits that the Examiner 

has failed to properly establish a prima fscieosm of obviousness with respect to the 
proposed combination of Reimer and Folk and reasons for these conciustons can be 
found after the foiiowing Applicant's interpretation of the Reimer and Folk references. 

Reimer apparently discloses a system and method for providing access to 
information related to a movie while the movie Is being presented to a user, where the 
movie was generated from the movie related Information, are described. The system 
operates by presenting the movie to the user, and then receiving from the user a query 
pertaining to the movie. The system determines a frame of the movie that was being 
presented to the user when the user Issued the query (the system may extract this 
Information from the query, or may extract this information from the movie itself). The 
system Identifies, as specified by the query, portions of the movie related information 
relating to the frame, and retrieves those portions of the movie related information. 
These retrieved portions of the movie related information are presented to the user. 
Also discussed is a manager to enable users to create personalized versions of movies, 
and personalized collections of items. Also discussed is a system and method for 
providing to users access to merchandise Information related to a movie, and for 
providing connectivity to merchants, while the movie Is being presented to the users. 

Folk apparently discloses a method and device that allows a viewer to generate 

and overlay graphical data onto video images displayed on local and remote devices via 
a network such as the internet. The method includes Inputting at least one instruction 
corresponding to a graphic Into an input device, storing the at least one instruction in 
the input device, transmitting data corresponding to the Instruction from the input 
device to a remote server operattvely connected to at least one remote display interface 
and selectively transmitting the instruction from the remote server to the at least one 
Interface wherein the at least one interface overlays the graphic onto video displayed 
on a display device. 
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Applicant respectfully submits that the rejection of independent claims 69 and 
75-77 based on the proposed Reimer/Folk combination is improper because the 
Examiner has not shown the required teaching, suggestion, or motivation in Relmer or 
Folk or in the knowledge that was generally available to those of ordinary skill in the art 
at the time of the invention to combine Reimer and Folk with each other as proposed. 

The question raised under 35 U.S.C, § 103 is whether the prior art taken as a 
whole would suggest the claimed invention taken as a whole to one of ordinary skill in 
the art at the time of the invention. Accordingly, even If all elements of a claim are 
disclosed in various prior art references, which is certainly not the case here as 
discussed beiow, the claimed embodiments taken as a whole cannot be said to be 
obvious without some reason given in the prior art why one of ordinary skill at the time 
of the invention would have been prompted to modify the teachings of a reference or 
combine the teachings of multiple references to arrive at the claimed invention. 

The M.P.E.P. sets forth the strict legal standard for establishing a prima fade 
case of obviousness based on modification or combination of prior art references, "To 
establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation, either In the references themselves or in 
the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references where combined) 
must teach or suggest all the claim limitations." H.P.E.P, § 2142, 2143. The teaching, 
suggestion, or motivation for the modification or combination and the reasonable 
expectation of success must both be found in the prior art and cannot be based on an 
applicant's disclosure. S^Id (citations omitted). ''Obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the 
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claimed invention wiiere there is ^me teaching, suggestion, or motivation to do so 
found either explicitly or impiicitly in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art" at the time of the invention, 
M.P.E.P. § 2143.01. Even the fact that references can be modified or combined does 
not render the resultant modification or combination obvious unless the prior art 
teaches or suggests the desirability of the modification or combination. See Id 
(citations omitted). Moreover, "To establish prima obviousness of a claimed 
invention, ail the claim limitations must be taught or suggested by the prior art. All 
words in a claim must be considered in judging the patentability of tiiat claim against 
the prior art/' M.P.E.P. § 2143.03 (citations omitted). 

The governing Federal Circuit case law makes this strict legal standard even 
more clear. According to the Federal Circuit, "a showing of a suggestion, teaching, or 

motivation to combine or modify prior art references is an essentia! component of an 
obviousness holding." In re Sang-Su Lee, 277 F.3d 1338, 1343, 61 U.S.P.Q.2d 1430, 
1433 (Fed. Cir, 2002) (quoting Brown & Williamson Tolsacco Corp. v. Mp Morris Inc., 
229 F.3d 1120, 1124-25, 56 U.S.P.Q.2d 1456, 1459 (Fed. Or. 2000)). "Evidence of a 
suggestion, teaching, or motivation . . . may flow from the prior art references 
themselves, the knowledge of one of ordinary skill in the art, or, in some cases, the 
nature of the problem to be solved." In re Dembiczafc, 175 F,3d 994, 999, 50 
U.S.P.Q.2d 1614, 1617 (Fed. CIr. 1999). However, the *Vange of sources available . . . 
does not diminish the requirement for actual evidence/' Id Although a prior art device 
"may be capable of being modified to run the way the apparatus is claimed, there must 
be a suggestion or motivation in ttie reference to do so." In re M/i/s> 916 F.2d at 582, 
16 U.S>P.Q.2d at 1432. Seeaiso In m Rouffet, 149 F3d 1350, 1357, 47 U.S.P.Q.2d 
1453, 1457-58 (Fed. CIr. 1998) (holding a prima fade case of obviousness not made 
where the combination of the references taught every element of the claimed invention 
but did not provide a motivation to combine); In Re Jones, 958 F.2d 347, 3S1, 21 
U.S,P,Q.2d 1941, 1944 (Fed, Cir. 1992) fConspicuousiy missing from this record Is any 
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evidence, other than the PTO's specuiatjon (if that can be calied evidence) that one of 
ordinary skill in the herbicida! art would have been motivated to make the modification 
of the prior art salts necessary to arrive at" the ciaimed invention,). Even a 
determination that it would have been obvious to one of ordinaty skill in the art at the 
time of the invention to try the proposed modification or combination is not sufficient to 
establish a prima fade case of obviousness. Saeln re Fine, 837 F.2d 1071^ 1075, 5 
U.S,P.Q.2d 1596, 1599 (Fed, Cir. 1988). 

In addition, the M.P.E.P. and the Federal Circuit repeatedly warn against using 
an applicant's disclosure as a blueprint to reconstruct the claimed invention. For 
example, the M.P.E.P. states, ''The tendency to resort to 'hindslghf based upon 
applicant's disclosure is often difficult to avoid due to the very nature of the 
examination process. However, impermissible hindsight must be avoided and the legal 
conclusion must be reached on the basis of l^ie facts gleaned from the prior art." 
M.P.E.P. § 2142. The governing Federal Circuit cases are equally clear. "A critical step 
in analyzing the patentability of claims pursuant to [35 U.SX. § 103] Is casting the 
mind back to the time of invention, to consider the thinking of one of ordinary skill In 
the art, guided only by the prior art references and the then-accepted wisdom in the 
field. . . . Close adherence to this methodology is especially important in cases where 
the very ease with which the invention can be understood may prompt one *to fall 
victim to the Insidious effect of a hindsight syndrome wherein that which only the 
invention taught is used against its teacher/" In re Kotzab, 217 F3d 1365, 1369, 55 
U.S.P.Q.2d 1313, 1316 (Fed. Cir. 2000) (citations omitted). In In re Kotzab, the court 
noted that to prevent the use of hindsight based on the invention to defeat 
patentability of the invention, this court requires the examiner to show a motivation to 
combine the references that create the case of obviousness. See id. See also, e.g.. 
Grain Processing Corp. v. Amencan Malm-Products, 840 F.2d 902, 907, 5 U.S,P.Q.2d 
1788, 1792 (Fed, Cir. 1988). Similarly, In In re Demt^czak, the Federal Circuit reversed 
a finding of obviousness by the Board, explaining that the required evidence of such a 
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teaching, suggestion, or motavation is essential to avoid impermissiWe hindsight 
reconstruction of an applicant's invention: 

Our case law makes dear that the best defense against the suistie but 
powerful attraction of hind-sight obviousness analysis is ngotxfus 

application oftfte requirement for a showing oftite teacfting or 
motivation to combine prior art references. Combining prior art 
references without evidence of such a suggestion, teaching, or 
motivation simply takes the inventor's disclosure as a blueprint for 
piecing together the prior art to defeat patentability— the essence of 
hindsight. - 175 F.3d at 999, 50 U.S.P,Q.2d at 1617 (emphasis added) 
(citations omitted). 

Applicant respectfully submits that the rejections of independent ciaims 69 and 
75-77 based on the proposed Bahi/LeBlanc combination Is improper, under the M.P.E.P. 
and governing Federal Circuit cases. Specifically, in the April 5, 2006 Office Action, the 
combination of Reimer and Folk fails to teach all of the claim limitations and the 
Examiner has failed to provide any evidence that the proposed comblnalaon 
Ramer/Fo!l< would have a reasonable expectation of success. 

Both Relmer and Folk fail to disclose that the search query was formed, in part, 
from telestrator data generated by a user designating a selected region on a screen of 
a first display device that displays a still Image frame that Is also displayed on a second 
display device. 

Regarding claim 70, claim 70 specifies that the program Identifier is station 
identification information, channel identification information or vertical blanking interval 
information and the Examiner has indicated that this is disclosed via tiie following entry 
from Reimer: 
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-Reimer, coiumn 20, lines 51-62 



This particular paragraph describes a tabie that contains various parameters 
related to individual talces and tiiere is no mention of station identification inforination, 
channel identification information or vertica! blanicing interval information. Addltionafly, 
the parameters of Reimer's take details tabie are ail movie/vldeo-related data. The 
embodiments of claim 70 are all transmitted video-related data. Therefore, it is not 
even logicai for a take details table to contain such data. 



Turning to ciatm 73, this claims provides for the telestrator data to be comprised 
of X, y positional parameters on the stili image frame or x, y composite ratios relative to 
the image aspect of the still image frame. The Examiner has specified that similar 
information can be found via the following Relmer entry: 

C<XfC wnstt vMO be U».d to HH" MvCl Oi tlW V'HVv 1 1\ <k >,4u c ^ , 

v^:5^tx%w ii n 720 tail Iv KicmiUd b> rckascc to umc 
-Reimer, coiumn 12, lines 5-9 



The above-listed entry merely discloses that each frame of a particular take has 
the same time code defined by the time at the start of the take. By doing this, a take's 
start and end can easily be identified in a sequence of frames during a subsequent 
editing process. Ciearly, the above-listed entry has absolutely nothing to do x/y 
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positional parameters on the sti!! image frame or x/y composite ratios relative to the 
image aspect of the stiii image frame. 

Finaiiy, the Examiner has not provided any evidence that the proposed 
combination of Reimer/Folk would have any reasonable expectation of success. Since 
two out of the three major tests (teach aii the ciaim elements and reasonable 
expectation of success) for obviousness has not been met, Applicant respectfully 
submits that the combination of Reimer and Folk Is improper. As a result. Applicant 
respectfully requests the withdrawal of tJie rejections of the claims. 
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CONCLUSION 

Applicant believes that ail pending daims are ailowabie and a Notice of 
Allowance is respectfully requested. The amendment was made to expedite tlie 
prosecution of this application. Applicant respectfully traverses the rejections of the 
amended claims and reserves the right to re-introduce them and daims of an 
equivalent scope In a continuation application. 

If the Examiner believes that a conference would be of value in expediting the 
prosecution of this application, he is cordially invited to teleplione the undersigned 
counsel at the number set out below. 

Respectfully submitted, 

LAW OFFICE OF MARK 1 SPOLYAR 



/Mark I SpQlyar/ 
Dated: August 1, 2006 Mark 3. SpoSyar 

Reg. No. 42,164 



Customer No. 30505 
Law Office of Mark J. Spolyar 
2200 Cesar Chavez 
Suite #8 

San Francisco, CA 94124 
Telephone: (415) 826-7966 
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